
ARCHEMICA DEFLECTS INFRINGEMENT CLAIMS

A Fede ra l  j u r y  i n  W i lm ing ton ,  De laware  t oday  f ound  the  p rocess  cu r ren t l y
emp loyed  by  the  A rchemica  Corpo ra t i on  no t  t o  i n f r i nge  the  c la ims  o f  t he  pa ten t
o f  i t s  a rch  r i va l  Grea t  Lakes .  Grea t  Lakes  had  accused  Archemica  o f  i n f r i ng ing
i t s  ‘ 481  pa ten t ,  a  p rocess  fo r  mak ing  t i c - d,  an  i n t e rmed ia te  chem ica l  used  i n  t he
produc t ion  o f  Ne l f i nav i r ,  one  o f  severa l  d rugs  used  in  the  t rea tment  o f  H IV .   

A rchem ica  was  p roduc ing  t i c - d i n  1 9 9 7 ,  u s i n g  a  p r o c e s s  s i m i l a r  t o  t h a t
desc r ibed  i n  t he  Grea t  Lakes  ‘ 481  pa ten t  wh ich  i ssued  i n  t he  Un i ted  S ta tes  on
Decembe r  24 ,  1996 .   A t  t r i a l ,  A r chem ica  adm i t t ed  t ha t  i t s  1997  p rocess
i n f r i nged ,  bu t  asse r t ed  t ha t  i t s  new  p rocess  d i d  no t .  The  de fendan t  f u r t he r
c la imed  tha t  the  pa ten t  was  inva l i d  because  i t  was  obv ious  to  one  o f  o rd ina ry
s k i l l  i n  t h e  a r t .   A r c h e m i c a  a r g u e d  t h a t  t h e  p a t e n t e d  p r o c e s s  w a s  r e a d i l y  d i s-
ce rnab le  f r om p r i o r  wo rk  i n  t he  f i e l d  and  i t  on l y  t ook  a  qu i ck  t r i p  t o  t he  l i b ra r y
and  a  few  con f i rma to ry  expe r imen ts  fo r  t he  i nven to rs  t o  se t t l e  on  the  c la imed
p r o c e s s .   

Recogn iz ing  the  po ten t ia l  f o r  a  c la im o f  w i l l f u l  i n f r i ngement ,  A rchemica  ceased
i t s  p roduc t i on  o f  t i c - d and  re tu rned  t o  t he  l abo ra to r y .   A r chem ica  had  no t  been
sa t i s f i ed  w i th  wha t  was  known as  the  A l len  Process ,  a f te r  one  o f  the  ‘481 's
i nven to rs ,  because  the  pu r i t y  o f  t he  p roduc t  was  no t  h igh  enough  to  f u l l y  sa t i s-
f y  the  wor ld ’ s  on ly  two  consumers ,  Agouron  Pharmaceu t i ca ls ,  Inc .  and  Hof fman-
LaRoche AG. 

A rchemica ’s  sc ien t i s t s  wen t  to  work  on  the  p rob lem and  came up  w i th  a  so lu t i on
t h a t  i n c r e a s e d  t h e  q u a l i t y  o f  t h e  p r o d u c t  a n d  p r o d u c e d  t i c - d i n  a  way  t ha t  t he
ju ry  f ound  was  d i f f e ren t  f r om tha t  desc r i bed  i n  t he  c la ims  o f  t he  ‘ 481  pa ten t .
Th ree  essen t i a l  changes  were  made  i n  t he  A l l en  P rocess :  f i r s t ,  t he  raw  ma te r i-
a l  was  lowered  to  -70  degrees  Ce ls ius ,  as  compared  to  the  -20  degrees  Ce ls ius
desc r i bed  i n  t he  pa ten t ;  second ,  a  c r i t i ca l  so l ven t  was  changed  du r i ng  the
p rocess ,  whereas  the  pa ten t  c la ims  d id  no t  ca l l  f o r  such  a  change ;  and  th i rd ,  two
vesse l s  we re  used  i n  t he  p rocess ,  no t  one ,  as  desc r i bed  i n  t he  pa ten t  c l a ims .
Grea t  Lakes ’  l awyers  a rgued  tha t  these  d i f f e rences  were  m ino r ,  t ha t  chang ing
the  so l ven t  and  us ing  two  ins tead  o f  one  vesse l  d id  no t  subs tan t i a l l y  change  the
p rocess ,  and  tha t  wh i l e  t he  d i f f e rence  i n  t he  coo l i ng  m igh t  appea r  subs tan t i a l ,
no  s i gn i f i can t  chem ica l  ac t i v i t y  t ook  p l ace  un t i l  t he  ma te r i a l s  r eached  -20
deg rees  Ce l s i us .

A rchemica  exp la ined  tha t  each  o f  t he i r  improvemen ts  to  t he  p rocess  a l l owed  fo r
t he  reduc t i on  o f  impu r i t i es  t o  l eve l s  t ha t  t he  A l l en  P rocess  cou ld  no t  a t t a i n .
Thus ,  t he  A rchem ica  i nnova t i ons  a l t e red  t he  A l l en  P rocess  s i gn i f i can t l y  and
tes t  r esu l t s  con f i rmed  t he  more  e f f ec t i ve  p roduc t i on  o f  pu re r  t i c - d b y
A r c h e m i c a .

The  j u r y  ag reed  w i th  A rchemica ,  re tu rn ing  a  f i nd ing  o f  no  i n f r i ngemen t  by
Arcehmica ’ s  improved  1999  p rocess  a f t e r  a  day  and  a  ha l f  o f  de l i be ra t i ons .
Grea t  Lakes ’  ‘ 481  pa ten t  was  deemed va l id  and  Archemica  was  o rdered  to  pay  $1
mi l l i on  a f t e r  adm i t t i ng  t ha t  i t s  1997  p rocess  i n f r i nged .   Howeve r ,  A rchemica
w i l l  be  ab le  to  con t i nue  us ing  i t s  new p rocess  fo r  p roduc ing  t i c - d and  w i l l  con-
t inue  to  compete  w i th  Grea t  Lakes .   Grea t  Lakes ’  p lan  to  e l im ina te  the  compet i-
t i on  has  f a i l ed .  

L i t i ga t i on  S t ra teg ies ,  L td .  p rov ided  p re - t r i a l  j u r y  r esea rch  and  s t ra teg i c  con-
su l ta t i on  to  de fense  counse l  F rank  Porce l l i  and  Wi l l i am Marsden ,  o f  F i sh  &
R icha rdson .  
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